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DETAILED ACTION 
Response to Amendment 

The amendment filed on 12/04/2008 has been entered. Claims 1-9 remain pending in the 
application, and claims 10-12 have been added. 



Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 



Claims 1-7 and 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Obayashi et al. (US 4,863,989) in view of Hosokawa et al. (US 2001/0053826). 

Regarding claims 1, 3, 5-7, and 11 Obayashi et al. discloses a water-absorbent resin 
composition (Abstract, C1/L5-12) comprising a water-absorbent resin (C2/L47-57), an oxygen- 
containing reducing inorganic salt (i.e. sulfites, bisulfites, pyrosulfites, dithionites, and nitrites) 
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(C2/L63-C3/L18), and an organic antioxidant (i.e. ascorbic acids, gallic acids, and 
benzimidazoles) (C3/L42-68). 

However, Obayashi et al. does not disclose an aminocarboxylic acid-based metal 
chelating agent. Hosokawa et al. teaches aminocarboxylic acid compounds (i.e. 

ethylenediaminetetracetic acid, hydroxyethylenediaminetriacetic acid, 

diethylenetriaminepentaacetic acid, triethylenetetraminhexaacetic acid, and salts thereof) [0071]. 
(The chelating agent of Hosokawa et al. is able to chelate with zinc salts as evidenced by 
Hosakawa [0052]) in a water-absorbent composition.) Hosokawa et al. further teaches the 
amount of aminocarboxylic acid-based metal chelating agent is 0.01 to 5 parts by weight per 100 
parts by weight of a water-absorbent resin[0081]. Obayashi et al. and Hosokawa et al. are 
analogous art concerned with the same field of endeavor, namely water-absorbent resin 
compositions. It would have been obvious to one of ordinary skill in the art at the time of 
invention to use an aminocarboxylic acid-based compound of Hosokawa et al. in a composition 
of Obayashi et al., and the motivation to do so would have been as Hosokawa et al. suggests 
improving gel stability of a water-absorbent resin composition [0082]. 

Regarding claim 2, Obayashi et al. discloses a water-absorbent resin composition 
wherein the amount of the oxygen-containing reducing inorganic salt is 0.01 to 5 parts by weight 
based on 100 parts by weight of the water-absorbent resin (C3/L19-3 1). 

Regarding claim 4, Obayashi et al. discloses a water-absorbent resin composition 
wherein the amount of the organic antioxidant is 0.001 to 5 parts by weight based on 100 parts 
by weight of the water-absorbent resin (C4/L1-4). 
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Regarding claim 10, the Office realizes that all of the claimed effects or physical 
properties are not positively stated by the reference(s). However, the reference(s) teaches all of 
the claimed ingredients. Therefore, the claimed effects and physical properties, i.e. discoloration 
resistance would implicitly be achieved by a composition with all the claimed ingredients. If it is 
the applicant's position that this would not be the case: (1) evidence would need to be provided 
to support the applicant's position; and (2) it would be the Office's position that the application 
contains inadequate disclosure that there is no teaching as to how to obtain the claimed 
properties with only the claimed ingredients. 

Claims 8-10 are rejected under 35 U.S. C. 103(a) as being unpatentable over Obayashi et 
al. (US 4,863,989) in view of Hosokawa et al. (US 2001/0053826) as applied to claim 1 above, 
further in view of Wada et al. (US 5,760,080) as evidenced by Torii et al. (US 2003/0069359 
Al). 

Regarding claim 8, modified Obayashi et al. discloses a water-absorbent resin 
composition as shown above in claim 1. Obayashi et al. further discloses an absorbent (C4/L29- 
32). 

However, Obayashi et al. does not disclose a hydrophilic fiber. Wada et al. teaches 
hydrophilic fibers for an absorbent (C5/L1 1-16). Modified Obayashi et al. and Wada et al. are 
analogous art concerned with the same field of endeavor, namely water-absorbent compositions. 
It would have been obvious to one of ordinary skill in the art at the time of invention to use 
hydrophilic fibers of Wada et al. in a composition of modified Obayashi et al., and the 
motivation to do so would have been as Torii et al. suggests absorbing water in a short time of an 
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absorbent, retaining swollen water-absorbent resins after water is absorbed, or sufficiently 
spreading water to the water-absorbent resins that are distributed according to capillary action, 
retaining powdery absorbent-resins [0005]. 

Regarding claim 9, Obayashi et al. discloses an absorbent article (C4/L29-32). 

However, modified Obayashi et al. does not disclose an absorbent article interposed 
between a liquid-permeable sheet and a liquid-impermeable sheet. Wada et al. teaches an 
absorbent article interposed between a liquid-permeable sheet and a liquid-impermeable sheet 
(C18/L1 1-25). Modified Obayashi et al. and Wada et al. are analogous art concerned with the 
same field of endeavor, namely water-absorbent resin compositions. It would have been obvious 
to one of ordinary skill in the art at the time of invention to interpose between a liquid-permeable 
sheet and a liquid-impermeable sheet of Wada et al. in an article of modified Obayashi et al., and 
the motivation to do so would have been as Wada et al. suggests to achieve excellent water 
absorbing properties (C18/L1 1-25). 

Regarding claim 10, the Office realizes that all of the claimed effects or physical 
properties are not positively stated by the reference(s). However, the reference(s) teaches all of 
the claimed ingredients. Therefore, the claimed effects and physical properties, i.e. discoloration 
resistance would implicitly be achieved by a composition with all the claimed ingredients. If it is 
the applicant's position that this would not be the case: (1) evidence would need to be provided 
to support the applicant's position; and (2) it would be the Office's position that the application 
contains inadequate disclosure that there is no teaching as to how to obtain the claimed 
properties with only the claimed ingredients. 
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Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Obayashi et al. 
(US 4,863,989) in view of Hosokawa et al. (US 2001/0053826). 
Regarding claims 1, 3, 5-7, and 11 Obayashi et al. discloses a water-absorbent resin 
composition (Abstract, C1/L5-12) comprising a water-absorbent resin (C2/L47-57), an oxygen- 
containing reducing inorganic salt (i.e. sulfites, bisulfites, pyrosulfites, dithionites, and nitrites) 
(C2/L63-C3/L18), and an organic antioxidant (i.e. ascorbic acids, gallic acids, and 
benzimidazoles) (C3/L42-68). Obayashi et al. discloses a water-absorbent resin composition 
wherein the amount of the oxygen-containing reducing inorganic salt is 0.01 to 5 parts by weight 
based on 100 parts by weight of the water-absorbent resin (C3/L 19-31). Furthermore, Obayashi 
et al. discloses a water-absorbent resin composition wherein the amount of the organic 
antioxidant is 0.001 to 5 parts by weight based on 100 parts by weight of the water-absorbent 
resin (C4/L1-4). 

However, Obayashi et al. does not disclose an aminocarboxylic acid-based metal 
chelating agent. Hosokawa et al. teaches aminocarboxylic acid compounds (i.e. 
ethylenediaminetetracetic acid, hydroxyethylenediaminetriacetic acid, 

diethylenetriaminepentaacetic acid, triethylenetetraminhexaacetic acid, and salts thereof) [0071]. 
(The chelating agent of Hosokawa et al. is able to chelate with zinc salts as evidenced by 
Hosakawa [0052]) in a water-absorbent composition.) Hosokawa et al. further teaches the 
amount of aminocarboxylic acid-based metal chelating agent is 0.01 to 5 parts by weight per 100 
parts by weight of a water-absorbent resin[0081]. Obayashi et al. and Hosokawa et al. are 
analogous art concerned with the same field of endeavor, namely water-absorbent resin 
compositions. It would have been obvious to one of ordinary skill in the art at the time of 
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invention to use an aminocarboxylic acid-based compound of Hosokawa et al. in a composition 
of Obayashi et al., and the motivation to do so would have been as Hosokawa et al. suggests 
improving gel stability of a water-absorbent resin composition [0082]. 

Terminal Disclaimer 

The terminal disclaimer filed on 12/04/2008 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of Application 
10/552,152 has been reviewed and is accepted. The terminal disclaimer has been recorded. 

Response to Arguments 

Applicant's arguments have been fiiUy considered but they are not persuasive. The 
following comments apply: 

A) Applicant's argument that the unexpected results of a water-absorbent composition 
exhibiting sufficient discoloration resistance is achieved in the presence of a metal chelating 
agent (P9) is not persuasive. "It is not necessary that the prior art suggest the combination to 
achieve the same advantage or result discovered by applicant." In re Linter, 458 F. 2d 1013, 
173 USPQ 560 (CCPA 1972) (discussed below); In re Dillon, 919 F.2d 688, 16 USPQ2d 1897 
(Fed. Cir. 1990), cert, denied, 500 U.S. 904 (1991) (discussed below). Although Ex parte 
Revenged, 28 USPQ2d 1300, 1302 (Bd. Pat. App. & Inter. 1993) states that obviousness cannot 
be established by combining references "without also providing evidence of the motivating force 
which would impel one skilled in the art to do what the patent applicant has done" (emphasis 
added), reading the quotation in context it is clear that while there must be motivation to make 
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the claimed invention, there is no requirement that the prior art provide the same reason as the 
applicant to make the claimed invention. See MPEP § 2144. It would have been obvious to 
one of ordinary skill in the art at the time of invention to use an aminocarboxylic acid-based 
compound of Hosokawa et al. in a composition of Obayashi et al., and the motivation to do so 
would have been as Hosokawa et al. suggests improving gel stability of a water-absorbent resin 
composition [0082]. Additionally, Miyake et al. (US 2001/0053807) teaches a water-absorbent 
resin composition which contains comparable amount of aminoacetic chelating agent as taught 
by Obayashi et al. in view of Hosokawa et al. has excellent light resistance [0010] and, thus, the 
additional benefit of discoloration resistance imparted by the metal chelator does not go 
unrecognized in the prior art. 

Conclusion 

THIS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NICOLE M. BUIE whose telephone number is (571)270-3879. 
The examiner can normally be reached on Monday-Thursday with alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on (571)272-1 197. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/N. M. B./ 

Examiner, Art Unit 1796 
2/10/2009 



/Marc S. Zimmer/ 
Primary Examiner, Art Unit 1796 



